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earned patent term adjustment. See 37 CFR 1 704( b) " la "" 19 date ° ,,h,$ ""^caBon. even if timely filed may reduce fny ' 
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1 )g Responsive to communication(s) filed on 04 August 2C)ni 
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3) U Since this application is in condition for allowance exceot for formal ma() 
Cose, ,„ accordance witn ,ne practice under E^ZZZt^T^n. " " * 
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DETAILED ACTION 

Claim Rejections - 35 USC §112 
1. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

^^2^:^^"™^ * -nt^ out a„ d distinctly claiming ^ 

2- Claim 8, 26 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 

failing to particularly point out and distinctly claim the subject matter which applicant regards as 

the invention. The use of the term "preferably" renders the claimed unclear as to whether it was 

intended the non-preferred range; and there is antecedent basis for "antihaltion dye" in claim 26, 
line 10. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which fomts the basis for all 
obviousness rejections set forth in this Office action: 

such ,ha, the s „b„c, mane, ,s , be pa,enKd «" d *• P"» « - 

having ordinary skill in the art ,„ which said I auhL™„„ Z „ hc ,nven "°" w,s ™ de '» • P™ 
manner in which the invention waamS ' Pm< "" S ' P »«« bi '">' *•« »« be neg.l.ved by ,he 

4. Claims 1-12, 14-22 are e rejected under 35 U.S.C. 103(a) as being unpatentable over EP 
0308750 (EP'750) in view of C. Hansen and A.J. Leo, in •■Substituent constants for Correlation 
Analysis in Chemistry and Biology", Wiley, New York, 1979 (Leo). 

EF750 discloses a composition comprising a base precursor that is a sal, an organic base with 
- aryWfonylacetic in association with a compound, which is useful in photography, and a hea, 
developable substantially as claimed. See the compound in column 8, compound (III-,), 
compounds 1-40, in column 11-18; the additives known to be used in the photographic matena, 
such as reducing agent, color forming substance, binder initiator, hot melt soivenl, antifoggant, 
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development acceptor, dye or pigment for the purpose of an,i-ha,a,ion or auti-irradiation: me 
btnder used in eombinatton with the base precursor inc.ude hydrophiHe polymer with an amount 
of 0.5 to 400 % based on the amount precursor. See also the additive in the document as a 
whole, especially pages 46-49, claims 1-20; page 26, Unas ,-5; page 28, page 3,-32. The 
difference be.ween EF750 and mat of the present claimed invention is the substituted -,O0)- 
O-R' associated with the pheny, group, m C o,„m„ 8, compound (!„-,), EP'750 discloses mat Y 
is a monovalen, includmg p re fe„ed aryl group and can be substituted with monovalent 
susbstiluen, such as halogen, an alky, ^up, an alkylsulfony. gnmp, an ary,su,fony, gnoup, an 
acylamino group and sulfamoyl (co.umn 8, lines 59-6,). Leo d,scloses subs,i,ue„, constats for 
eon-elation analysis in chemistry and bi.ogy. See for mstance the substituen, on page 50 such 
as- SO; C 2 H 5 a„d -C0 2 H s . Both of the substituen, shares a common constant number. I, would 
have been obvious to the worker of ordmary ski,, in the art a, me time me invention was made ,o 
substitute a known equivalen, substititen, or a mo„ova,e„, substituen, known in the ar, such as 
Leo in the base precursor compound laugh, in EP'750 with a masonable expectation of success. 
The language such as "capable of bleaching the filter dye" or "capable of promoting the 
unblocking compound" in claims 3, 4 is fimctional, and me base precursor ma, is a sa„ an 
organic base with an arylsulfonylacetic taugh, in EP'750 is capable of performing such function 
because of the similarity of.be fimctiona, group. Moreover, A prima face case of obviousness 
may be made when chemical compounds have very close structural s i mi , a ri,y and similar 
utilities. Also "an obviousness rejection based on similarity in chemical structure and function 
entails the motivation of one skilled ,„ me ar, to make a claimed compound, in ,he expectation 
that compounds similar in structure wil. have similar properties." In re Payne, 606 F.2d 303, 313, 
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203 USPQ 245, 254 (CCPA 1979). See In re Papesch, 3,5 F.2d 381, 137 USPQ 43 (CCPA 
1963) (discnssed in more detail below) and In re Dillon, 919 F.2d 688, 16 USPQ2d 1897 (Fed. 
Cir. 1991 ). 

5. Claims 3, 1 1, 26 are rejected under 35 U.S.C. 103(a) as being unpatentable over EP 
0308750 (EP'750) in view of C. Hanscb and A3. Leo, i„ .. Substituent fo , 
Analysis in Chemistry and Biology-, Wiley, New York, 1979 (Leo) as applied to claims .-12, 
14-22 above, and tether in view of He.land e, al (US Patent No. 5,314,795). Hclland c, al in the 
abstract and column 27 claims I discloses the use of an arylsulfony, acetic acid in association 
with filter useful in a photographic material, thermographic matenal and photothennographic 
materia,. I, would have been obvious to the worker of ordinary skill in the art a, the time the 
invent™ was made to produce a thermal bleachab.e dye using a filter dye in association with the 
an arylsulfony, acetic acid obtained by ,he combination EP'750 and Leo with an reasonable 
expectation of success, and thereby provide an invention as claimed. 

6. Claims 1, 9 are rejected under 35 11 <i r imw „ u • 

j cu unaer n u.b.C. 103(a) as being unpatentable over Hirai et al 

(105:235983). 

See STIC Search Report on page 7, L4 to page 8; especially the arylsulfonyl acetic aeid on 
page 8, which useful as base precursor for thetrnal recording and photothertnographic materia,. 
This compound differs from tha, cknmed in ,he present claimed invenfion in ,ha, i, contams to - 
(C=0)-OMe, wherein the compound claimed in the present claimed invention contains a single - 
(C=0)-OMe group. However, both compounds contain same functional group and has similar 
ntihly. ,« would have obvious to the worker of ordinary ski., in the art a, the rime the invention 
was made to nse one or more simi,ar group with a reasonable expectation of success. "A prima 
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facie case of obviousness may be m ade when che m ical compounds have very e.ose structural 
similarity and similar utilities. -An obviousness rejection based on similarity i„ chemical 
structure and function entails the motivation of one skilled in the art to make a claimed 

compound, in the expectation that compounds similar in structure will have similar properties." 

In re Pay™, 606 F.2d 303, 313, 203 USPQ 245, 254 (CCPA ,979). See In re Papesch, 315 F.2d 

381, 137 USPQ 43 (CCPA ,963) (discussed in more detail below) and In re Dillon, 919 F.2d 

688, 16 USPQ2d 1897 (Fed. Cir. 1991)." 

Conclusion 

7. The prior art made of record and no, relied upon is considered pertinent to applicant's 
disclosure. 

8- Any inquiry concerning this communication or earlier commutations from the 
examiner should be directed to Thorl Chea whose telephoue number is (57,) 272-1328. The 
examiner can normally be reached on 9 AM-5:30 PM. 

If attempts to reach the examiner by telephone are unsueeessftl, the examiner's 
supervisor, Cyrrthia H Kelly can be reached on (57,)272-,526. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval rPAlRUvctPm Cto*. • t ■ , 

nevai ^aik) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR - f ■ , 

or ruDllc ^ A1R - Statu s information for unpublished 

applications is avariable through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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